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DETAILED ACTION 

1. This communication is responsive to Appeal Brief filed 8/10/2005. 

2. Claims 1-25 are pending in this application. Claims 1, 12, 18, 22, and 25 are independent 
claims. This action is made Non-Final. 

3. In view of the Appeal Brief filed on 8/10/2005, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.1 13 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1. 130, 1.13 1 or 1. 132) or 
other evidence are permitted. See 37 CFR 1.193(b)(2). 

4. Applicant's arguments, see pages 16-17 and 24-25, filed 8/10/2005, with respect to the 
rejection(s) of claim(s) 7 and 22 under 35 U.S.C. 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
a new ground(s) of rejection is made in view of newly found prior art reference Borgstrom et al. 
("Borgstrom", US 6,738,053). 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-3, 8, 10, 12-13 and 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sklarew (US 4,972,496). 

As per claim 1, Sklarew teaches a filing appliance comprising means for holding a 
plurality of sheets (col.3, lines 37-40) wherein at least one input field (Fig. 12c) is provided with 
a position-coding pattern (col. 5, lines 61-64) and is adapted to be filled in by a drawing device 
(col. 5, lines 57-60) which records, using said position-coding pattern, positions in the input field 
in order to digitally (col.7, line 38) record information entered in the input field (col.5, lines 61- 
67), and an initiation icon is provided (Fig. 10, SAVE; Fig. 12F, INSERT), wherein a detection of 
the initiation icon by the drawing device is adapted to initiate an operation in a computer system 
communicating with the drawing device, in which operation an information object is created 
(col.l 1, lines 41-43; col. 12, lines 55-57), which is identifiable at least by means of information 
entered in the input field. 

As per claim 2, Sklarew teaches the input field to be adapted to be filled in at least with 
text (col. 12, lines 28-29). 

As per claim 3, Sklarew teaches the input field to be adapted to be filled in at least with 
an illustration (col.4, lines 33-35). 

As per claim 8, Sklarew teaches a filing appliance wherein in at least two sheets in a 
subset of said plurality of sheets are provided with a position-coding pattern, so that information 
filled in on a sheet in the subset can be recorded by said drawing device (col.5, lines 61-64) as a 
digital graphical input (col.7, lines 37-38), and a send icon provided with a position-coding 
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pattern (Fig.l2F, INSERT), a marking of the send icon by means of the drawing device initiating 
an operation in a computer system (col. 12, lines 55-57), in which operation graphical inputs 
entered on the sheet are transferred to the computer system (col. 3, lines 42-45) and optionally on 
to an external computer system (col. 10, lines 53-57). 

As per claim 10, Sklarew teaches a filing appliance wherein said information object 
comprises a file (col. 10, lines 23-25; col. 12, lines 55-57; added text inserted into file). 

Independent claim 12 is similar in scope to independent claim 1, and is therefore rejected 
under similar rationale. 

As per claim 13, Sklarew teaches the computer system to be integrated with the drawing 
device (Fig. 2; col. 5, lines 59-60). 

As per claim 21, Sklarew teaches the filing appliance of claim 1, wherein the initiation 
icon is provided with a position-coding pattern (Fig. 10, SAVE; Fig.l2F, INSERT). 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1-3, 7-8, 10-15 and 21-24 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Borgstrom et al. ("Borgstrom", US 6,738,053). 

As per claim 1, Borgstrom teaches a filing appliance comprising means for holding a 
plurality of sheets wherein at least one input field is provided with a position-coding pattern 
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(col.3, lines 5-10) and is adapted to be filled in by a drawing device which records, using said 
position-coding pattern, positions in the input field in order to digitally record information 
entered in the input field (coL4, lines 28-35), and an initiation icon is provided, wherein a 
detection of the initiation icon by the drawing device is adapted to initiate an operation in a 
computer system communicating with the drawing device (col. 4, lines 47-49), in which 
operation an information object is created, which is identifiable at least by means of information 
entered in the input field (col. 7, lines 60-63). 

As per claim 2, Borgstrom teaches the input field to be adapted to be filled in at least with 
text (col.4, lines 20-22). 

As per claim 3, Borgstrom teaches the input field to be adapted to be filled in at least with 
an illustration (col.4, lines 20-22). 

As per claim 7, Borgstrom teaches a filing appliance which comprises an address field 
provided with a position-coding pattern, and an order icon, a marking of the order icon by said 
drawing device being adapted to initiate an operation in the computer system, which operation 
performs an order of another filing appliance to be delivered to the address entered in the address 
field, (col.7, lines 25-35, 53-56). 

As per claim 8, Borgstrom teaches a filing appliance wherein in at least two sheets in a 
subset of said plurality of sheets are provided with a position-coding pattern, so that information 
filled in on a sheet in the subset can be recorded by said drawing device as a digital graphical 
input (col.7, lines 7-8), and a send icon provided with a position-coding pattern (col. 6, lines 8-9), 
a marking of the send icon by means of the drawing device initiating an operation in a computer 
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system, in which operation graphical inputs entered on the sheet are transferred to the computer 
system and optionally on to an external computer system (col.4, lines 50-67). 

As per claim 10, Borgstrom teaches a filing appliance wherein said information object 
comprises a file (col. 7, lines 58-61; email file). 

As per claim 11, Borgstrom teaches a filing appliance comprising an archiving icon, 
detection of the archiving icon by the drawing device being adapted to initiate an operation 
wherein position information corresponding to strokes of the drawing device, which strokes are 
generated after a reference time point, is transmitted from the drawing device to the computer 
system (col.4, lines 47-49). 

Independent claims 12 and 22 are individually similar in scope to independent claim 1, 
and are therefore rejected under similar rationale. 

As per claim 13, Borgstrom teaches the computer system to be integrated with the 
drawing device (col. 9, lines 5-9). 

Claims 14 and 24 are similar in scope to claim 1 1, and are therefore rejected under 
similar rationale. 

As per claim 15, Borgstrom teaches the system wherein the reference time point is set to 
the current time in connection with the transmission of the position information (col. 10, lines 30- 
35). 

As per claim 21, Borgstrom teaches the filing appliance of claim 1, wherein the initiation 
icon is provided with a position-coding pattern (col. 7, lines 31-37). 

As per claim 23, Borgstrom teaches the filing device wherein the information object 
electronically represents the filing device (col. 7, lines 44-47). 
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Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) in view of Gough et al. ("Gough", US 5,603,053). 

As per claims 4-5, Sklarew teaches a filing appliance wherein in at least a subset of said 
plurality of sheets are provided with a position-coding pattern so that information filled in on a 
sheet in the subset by said drawing device (col. 5, lines 61-64) is recordable as a digital graphical 
input (col. 7, lines 37-38), the filing appliance comprising a number of icons (Fig. 10). However, 
Sklarew does not disclose the filing appliance to comprise of a number of appearance icons, a 
marking of an appearance icon by means of said drawing device being adapted to give the digital 
graphical input a visual property. Gough teaches an appliance to be input by a drawing device 
wherein the appliance comprises a number of appearance icons (Fig.2b, icons 42, 44, 46) which 
when marked provide the input a visual property relating to stroke weight (col.6, lines 23-28). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the teaching of Gough with Sklarew in order visually enhance the input of the user. 

11. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) and Gough et al. ("Gough", US 5,603,053) in view of Microsoft PowerPoint 
("PowerPoint"). 
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As per claim 6, Sklarew and Gough teach the drawing device to give the digital input a 
visual property but does not disclose the visual property to relate to line color. However, 
PowerPoint teaches a drawing device adapted to give the input a line color (page 2, line color 
icon). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teaching of PowerPoint with the teaching of Sklarew and Gough in order to 
visually enhance the input of the user. 

12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) in view of Wildermuth (US 5,950,188). 

As per claim 9, Sklarew teaches a filing appliance wherein said information object 
comprises a database (col. 1 1, line 58; character object added to database). However, Sklarew 
does not explicitly disclose the database to be in the form of a table. Wildermuth teaches a 
computer system wherein a table in a database stores and retrieves information (col. 5, lines 41- 
42). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include Wildermuth' s teaching with Sklarew appliance to increase the flexibility of modifying 
the data and make the database more user-friendly (Wildermuth, col.5, lines 55-58). 

13. Claims 1 1, 14-15, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sklarew (US 4,972,496) in view of Lamming (US 5,535,063). 

As per claims 14-15 and 17, Sklarew teaches a filing appliance comprising an archiving 
icon (Fig. 10, SAVE), a detection of the archiving icon by the drawing device initiates an 
operation wherein position information corresponding to strokes of the drawing device is 
transmitted from the drawing device to the computer system (col.5, lines 61-64; abstract, lines 6- 
8). However, Sklarew does not explicitly disclose the position information to be of strokes 
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generated after a reference time point which is to be set to the current time in connection with the 
transmission of the position information and stored in the computer system. Lamming teaches a 
system of time-stamping strokes entered by a drawing device which are then stored in the 
computer system (col.2, lines 8-20). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to include Lamming's teaching with Sklarew's system in order to 
provide a fast and efficient method of locating previously stored information. 

Claim 1 1 is similar in scope to claim 14, and is therefore rejected under similar rationale. 

14. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) and Lamming (US 5,535,063) in view of Morishita et al. ("Morishita", US 
6,335,727). 

As per claim 16, the system of Sklarew and Lamming teaches the reference time point to 
be stored in the computer system, however, does not teach the reference time point to be stored 
in the drawing device. Morishita teaches a drawing device with the ability to store time points 
(col. 13, lines 34-38). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to include Morishita' s teaching with the system of Sklarew and Lamming in order 
to provide increased portability of positional information. 

15. Claims 18-20 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sklarew (US 4,972,496) and Eichstaedt et al. ("Eichstaedt", US 6,563,494). 

As per claim 18, Sklarew teaches a method for processing information comprising: 
receiving position information from a drawing device, the position information being 
generated when the drawing device is moved over a position-coding pattern (col. 5, lines 61-67), 
the position information including information that is generated before and after time point t 
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(time is continuous therefore inherent for a time to exist in which the position information is 
generated); 

However, Sklarew does not disclose inserting buffered position information generated 
before said time point t in a first information object wherein the first information object is related 
to a first filing appliance and inserting position information generated after said time point t in a 
second information object, wherein the second information object is related to a second filing 
appliance. Eichstaedt teaches a method of having multiple buffered position information 
generated before and after a time to be inserted into separate objects (Eichstaedt, col. 5, lines 15- 
20). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include Eichstaedt' s teaching with Sklarew' s method in order to use the drawing device for 
multiple applications. 

Claims 19-20 and 25 are individually similar in scope to claim 18, and are therefore 
rejected under similar rationale. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

17. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Borgstrom et 
al. ("Borgstrom", US 6,738,053) in view of Gough et al. ("Gough", US 5,603,053). 

As per claims 4-5, Borgstrom teaches a filing appliance wherein in at least a subset of 
said plurality of sheets are provided with a position-coding pattern so that information filled in 
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on a sheet in the subset by said drawing device is recordable as a digital graphical input (col. 7, 
lines 7-8), the filing appliance comprising a number of icons (col.7, lines 30-33; col.8, lines 15- 
18). However, Borgstrom does not disclose the filing appliance to comprise of a number of 
appearance icons, a marking of an appearance icon by means of said drawing device being 
adapted to give the digital graphical input a visual property relating to stroke weight. Gough 
teaches an appliance to be input by a drawing device wherein the appliance comprises a number 
of appearance icons (Fig.2b, icons 42, 44, 46) which when marked provide the input a visual 
property relating to stroke weight (col. 6, lines 23-28). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the teaching of Gough with 
Borgstrom in order visually enhance the input of the user. 

18. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Borgstrom et al. 
("Borgstrom", US 6,738,053) and Gough et al. ("Gough", US 5,603,053) in view of Microsoft 
PowerPoint ("PowerPoint"). 

As per claim 6, Borgstrom and Gough teach the drawing device to give the digital input a 
visual property but does not disclose the visual property to relate to line color. However, 
PowerPoint teaches a drawing device adapted to give the input a line color (page 2, line color 
icon). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teaching of PowerPoint with the teaching of Borgstrom and Gough in order to 
visually enhance the input of the user. 

19. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Borgstrom et al. 
("Borgstrom", US 6,738,053) in view of Wildermuth (US 5,950,188). 
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As per claim 9, Borgstrom teaches a filing appliance wherein said information object 
comprises a file in a database (col. 6, line 43). However, Borgstrom does not explicitly disclose a 
table in the database. Wildermuth teaches a computer system wherein a table in a database 
stores and retrieves information (col.5, lines 41-42). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to include Wildermuth 5 s teaching with 
Borgstrom appliance to increase the flexibility of modifying the data and make the database 
more user-friendly (Wildermuth, col.5, lines 55-58). 

20. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Borgstrom et al. 
("Borgstrom", US 6,738,053) in view of Morishita et al. ("Morishita", US 6,335,727). 

As per claim 16, Borgstrom teaches the reference time point to be set to the current time 
(col. 10, lines 30-35), however, does not teach the reference time point to be stored in the drawing 
device. Morishita teaches a drawing device with the ability to store time points (col. 13, lines 
34-38). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include Morishita' s teaching with Borgstrom's system in order to provide increased portability 
of positional information. 

21. Claim 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Borgstrom et al. 
("Borgstrom", US 6,738,053) in view of Lamming (US 5,535,063). 

As per claim 17, Borgstrom teaches wherein the reference time point is to be set to the 
current time in connection with the transmission of the position information. However, 
Borgstrom does not explicitly disclose storing the time point in the computer system. Lamming 
teaches a system of time-stamping strokes entered by a drawing device which are then stored in 
the computer system (col. 2, lines 8-20). It would have been obvious to one of ordinary skill in 
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the art at the time of the invention to include Lamming' s teaching with Borgstrom's system in 

order to provide a fast and efficient method of locating previously stored information. 

22. Claims 18-20 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Borgstrom et al. ("Borgstrom", US 6,738,053) and Eichstaedt et al. ("Eichstaedt", US 

6,563,494). 

As per claim 18, Borgstrom teaches a method for processing information comprising: 
receiving buffered position information from a drawing device, the position information 
being generated when the drawing device is moved over a position-coding pattern, the position 
information including information that is generated before and after time point t (col. 13, lines 14- 
1 9; time is continuous therefore inherent for a time to exist in which the position information is 
generated)', 

However, Borgstrom does not disclose inserting position information generated before 
said time point t in a first information object wherein the first information object is related to a 
first filing appliance and inserting position information generated after said time point t in a 
second information object, wherein the second information object is related to a second filing 
appliance. Eichstaedt teaches a method of having multiple buffered position information 
generated before and after a time to be inserted into separate objects (Eichstaedt, col. 5, lines 15- 
20). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include Eichstaedt' s teaching with Borgstrom's method in order to use the drawing device for 
multiple applications. 

Claims 19-20 and 25 are individually similar in scope to claim 18, and are therefore 
rejected under similar rationale. 
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Response to Arguments 
23. Applicant's arguments with respect to claims 1-6, 8-21 and 25 have been fully considered 
but they are not persuasive. 

Applicant argued the following: 

a) Sklarew fails to teach a filing appliance comprising means for holding a plurality of 

sheets. 

b) No teaching in Sklarew directed to a position-coding pattern. No teaching in Sklarew 
of a drawing device which records, using the position-coding pattern positions to digitally record 
information entered in the input field. 

c) Sklarew does not teach a filing appliance, drawing device, and computer system. 

d) No teaching in Lamming directed to wherein position information corresponding to 
strokes of the drawing device, which strokes are generated after a reference time point, is 
transmitted from the drawing device to the computer system. No teaching of detection of an 
archiving icon. 

e) Eichstaedt does not teach inserting position information generated before said time 
point in a first information object wherein the first information object is related to a first filing 
appliance; and inserting position information generated after said time point in a second 
information object, wherein the second information object is related to a second filing appliance. 

The Examiner disagrees for the following reasons: 

Per a), Sklarew teaches the holding of sheets in memory as cited previously in col.3, lines 

37-40. 
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Per b), Sklarew clearly teaches using a coordinate of positions or a pattern of positions to 
record positions in the input field which is recorded by a stylus that transmits these positions 
once it has received the corresponding positions (col. 5, lines 60-64) 

Per c), Sklarew teaches all three items as seen in Fig.l depicting a filing appliance (Fig. 1, 
12) comprising of a drawing device (Fig.l, stylus 16) and a computer system (Fig.l, 
microcomputer 14). 

Per d), In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Per e), Eichstaedt teaches the additional limitation cited above of the inserting of 
information regarding a position into two separate appliances thru the actions of the user (col. 5, 
lines 20-27). 
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Communications 



24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sajeda Muhebbullah whose telephone number is (571) 272-4065. 
The examiner can normally be reached on Tuesday/Thursday and alt. Mondays from 8:00 am to 
4:30 pm (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Kristine Kincaid, can be reached on (571) 272-4063. 

The central fax number for the organization where correspondence for this application or 
proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Sajeda Muhebbullah 

Patent Examiner 
Art Unit 2174 
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